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REMARKS 

rhis is a full and timely response to the outstanding non-final Office Action mailed 
2006. Claims 1-35 remain pending in the present application. Reconsideration and 
wailce of the application and pending claims are respectfully requested. 
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Moscato in view of Kitabatake 
Claims 1-5, 10-21, and 26-35 stand rejected under 35 U.S.C. §103(a) as being 
mfoater table over Moscato (U.S. Patent No. 6,335,978) in view of Kitabatake (U.S. Patent No. 
6j| )99,1 SI). Claim 6-9 and 22-25 stand rejected under 35 U.S.C. §103(a) as being unpatentable 
o^j ztMjscato in view of Kitabatake in further view of Schwenk (U,S. Patent No. 6,590,995). It 
isj well- established at law that, for a proper rejection of a claim under 35 U,S,C. §103 as being 
o^ viou ; based upon a combination of references, the cited combination of references must 
dijlclosk teach, or suggest, either implicitly or explicitly, all elements/features/steps of the claim 
attissuei See, e.g., In Re Dow Chemical, 5 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 1988), and/n re 
f^dler, 208 U.S.P.Q.2d 871, 881 (C.C.P.A. 1981), Applicants respectfully traverse the 
m ectic us. 



i* Claim 1 

As provided in independent claim 1 , Applicants claim: 

A system for verifying a document comprising: 
first means for providing a first electronic image of a document; 
second means for providing a second electronic image of a document^ 
said second electronic image being a scanned copy of a printed version of 
said first electronic image; and 

third means for comparing said first and second electronic images and 
providing an output in response thereto, wherein said output signifies 
whether said printed version of said first electronic image is a successful 
print and causes a prohibition of additional printed versions from being 
produced from another print request if said output is signified to be a 
successful print. 

(flmphpsis added). 

Applicants respectfully submit that independent claim 1 is allowable for at least the 
that Moscato in view of Kitabatake does not disclose, teach, or suggest at least 
said output signifies whether said printed version of said first electronic image is a 
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si) :cess ful print and causes a prohibition of additional printed versions from being produced 
fir] ra a lother print request if said output is signified to be a successful print," as recited and 
eij iphai ized above in claim J . 

j The Office Action acknowledges that Moscato "fails to teach and/or suggest a 
p^ ihibi tion of printing another copy if a printed page has been successfully printed." Office 
A :tion page 2. In making the rejection, the Office Action alleges that Kitabatake "teaches a 
pj >hibi tion of printing another copy if a first printed copy is successfully printed (reprinting is 
pj ohib; ted if the printed page has been successful printed, col. 2, lines 8-11, col. 1 1, lines 18- 
4|). Office Action, page 3. 

Applicants submit that Kitabatake should also have to teach the feature of providing 
ail output in response to a comparison of first and second electronic images, "wherein said 
ottput signifies whether said printed version of said first electronic image is a successful 
pf ink" It is this output that causes a prohibition of additional images from being produced. 
Afithoit at least the teaching of this feature, the proposed combination fails to teach or 
s ggei the claimed subject matter of claim 1, since Moscato fails to teach or suggest this 
{\ ature either. 

With regard to Kitabatake, it seemingly teaches "a technique of precisely determining 
l recording medium is ejected out of a printer." Col. 1, lines 64-67. In this way, "the 
>f the [transporting] process for each page can be precisely determined thereby making, 
poss ble to properly restart the process for each page after recovery from [a paper] jam, thus 
ever ting an already-printed page from being printed on again and preventing a not-yet- 
inted page from being skipped without being printed." CoL 2, lines 5-1 1 . 

Kitabatake does not appear to teach or suggest that an output, in response to 
>mp*ing first and second electronic images, signifies whether a printed version of the first 
ectrc nic image is a successful print and causes a prohibition of additional printed versions 
>eing produced. Rather, Kitabatake seemingly prohibits a printed page from being 
in a recovery from a print jam if it has been surmised that the page had been 
jjfintef prior to the print jam. 

Thus, Moscato in view of Kitabatake fails to teach or suggest "wherein said output 
s whether said printed version of said first electronic image is a successful print and 
a prohibition of additional printed versions from being produced." 
Further, the proposed combination fails to teach or suggest the additional feature of 
cjusujg a prohibition of additional printed versions from being produced " from another print 
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f said output is signified to be a successful print," as recited in the claim. (Emphasis 
For example, Kitabatake teaches that an already-printed page for a current print 
is not printed again, but allows for an already-printed page to be printed in another 
it request. 

7 or at least these reasons, a prima facie case establishing an obviousness rejection by 
pro )osed combination of Moscato in view of Kitabatake has not been made. The 
3ctio|i should be withdrawn for at least these reasons. 

ii. Claims 2-20 

because independent claim 1 is allowable over the cited art of record, dependent 
clflims 4-20 (which depend from independent claim 1) are allowable as a matter of law for at 
lejst ti e reason that dependent claims 2-20 contain all the elements and features of 
inj eper dent claim 1 and the Schwenk reference does not cure the deficiencies of the Moscato 
arjp Kit ibatake references. For at least this reason, the rejections of claims 2-20 should be 
wfthdra wn. 

Additionally and notwithstanding the foregoing reasons for the allowability of claims 2- 
2(j thes s dependent claims recite further features/steps and/or combinations of features/steps (as 
ippaj ent by examination of the claims themselves) that are patentably distinct from the cited 
arjof re cord. Hence, there are other reasons why these dependent claims are allowable. 

Regarding the Schwenk reference, Applicants believe that the reference (and the other 
eren* ^es of the proposed combination) fails to. teach or suggest the feature, among others, of 
pijvidi ig a fingerprint output signal, as described in the claims 8-9, 
The rejections should be withdrawn for at least these reasons. 
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Claim 21 



As provided in independent claim 21, Applicants claim: 

A system for verifying a printed document comprising: 
a computer for providing a first electronic image of a document; 
a printer coupled to said computer; 

a scanner adapted to scan a document printed by said printer to provide 
i second electronic image of said document, said second electronic image 
being a scanned copy of a printed version of said first electronic image; and 

software for comparing said first and second electronic images and 
providing an output in response thereto, wherein said output signifies 

F whether said printed version of said first electronic image is a successful 
rint and causes a prohibition of additional printed versions from being 
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-traduced from another print request if said output is signified to be a 
successful print. 
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jsis added). 

Applicants respectfully submit that independent claim 21 is allowable for at least the 
that Moscato in view of Kitabatake does not disclose, teach* or suggest at least 
said output signifies whether said printed version of said first electronic image is a 
print and causes a prohibition of additional printed versions from being produced 
another print request if said output is signified to be a successful print," as recited and 
above in claim 21. 

The Office Action acknowledges that Moscato "fails to teach and/or suggest a 
of printing another copy if a printed page has been successfully printed." Office 
page 2. In making the rejection, the Office Action alleges that Kitabatake "teaches a 
of printing another copy if a first, printed copy is successfully printed (reprinting is 
if the printed page has been successful printed, col. 2, lines 8-11, col. 11, lines 18- 
fice Action, page 3. Applicants submit that Kitabatake should also have to teach the 
of providing an output in response to a comparison of first and second electronic 
"wherein said output signifies whether said printed version of said first electronic 
is a successful print." It is this output that causes a prohibition of additional images 
sing produced. Without at least the teaching of this feature, the proposed combination 
teach or suggest the claimed subject matter of claim 21, since Moscato fails to teach 
;est this feature either. 

With regard to Kitabatake, it seemingly teaches "a technique of precisely determining 
recording medium is ejected out of a printer." Col. 1, lines 64-67. In this way, "the 
>f the [transporting] process for each page can be precisely determined thereby making 
ble to properly restart the process for each page after recovery from [a paper] jam, thus 
an already-printed page from being printed on again and preventing a not-yet- 
page from being skipped without being printed." Col. 2, lines 5-11. 
Kitabatake does not appear to teach or suggest that an output, in response to 
first and second electronic images, signifies whether a printed version of the first 
image is a successful print and causes a prohibition of additional printed versions 
1 eing produced. Rather, Kitabatake seemingly prohibits a printed page from being 
in a recovery from a print jam if it has been surmised that the page had been 
prior to the print jam. 
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Thus, Moscato in view of Kitabatake fails to teach "or suggest "wherein said output 
si^iifie^ whether said printed version of said first electronic image is a successful print and 
prohibition of additional printed versions from being produced." 
7 urther ? the proposed combination fails to teach or suggest the additional feature of 
cattsmg a prohibition of additional printed versions from being produced " from another print 
re$ nest if said output is signified to be a successful print," as recited in the claim. (Emphasis 
adj led) For example, Kitabatake teaches that an already-printed page for a current print 
rejuest is not printed again, but allows for an already-printed page to be printed in another 
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or at least these reasons, a prima facie case establishing an obviousness rejection by 
proposed combination of Moscato in view of Kitabatake has not been made. The 
ctiofi of claim 21 should be withdrawn for at least these reasons. 



THOMAS, KAYDEN 



PAGE 12 



1 



iv. Claims 22-34 

because independent claim 21 is allowable over the cited art of record, dependent 
cljfms f2-34 (which depend from independent claim 21) are allowable as a matter of law for 
the reason that dependent claims 22-34 contain all the elements and features of 
lent claim 21 and the Schwenk reference does not cure the deficiencies of the 
and Kitabatake references. For at least this reason, the rejections of claims 23-34 
>e withdrawn. 

additionally and notwithstanding the foregoing reasons for the allowability of claims 
1% 34, 1 tiese dependent claims recite further features/steps and/or combinations of features/steps 
(a) is a >parent by examination of the claims themselves) that are patentably distinct from the 
ciftd ar| of record. Hence, there are other reasons why these dependent claims are allowable. 

Regarding the Schwenk reference, Applicants believe that the reference (and the other 
ej ereni es of the proposed combination) fails to teach or suggest the fealure, among others, of 
pi|vidi: lg a futigerprint output signal, as described in the claims 24-25. 
rhe rejections should be withdrawn for at least these reasons. 

v. Claim 35 

provided in independent claim 35, Applicants claim: 

A method for verifying a document including the steps of: 
providing a first electronic image of a document; 
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providing a second electronic image of a document, said 
econd electronic image being a scanned copy of a printed version of 
aid first electronic image; and 

comparing said first and second electronic images and 
j providing an output in response thereto, wherein said output signifies 
whether said printed version of said first electronic image is a 
uccessful print and causes a prohibition of additional printed 
versions from being produced from another print request if said 
mtput is signified to be a successful print. 

(E|ipha sis added). 

Applicants respectfully submit that independent claim 35 is allowable for at least the 
xej son Jxat Moscato in view of Kitabatake does not disclose, teach, or suggest at least 
"vj lerei oi said output signifies whether said printed version of said first electronic image is a 
suj cess iiil print and causes a prohibition of additional printed versions from being produced 
fixj m at other print request if said output is signified to be a successful print/' as recited and 
erj phas zed above in claim 35. 

i rhe Office Action acknowledges that Moscato "fails to teach and/or suggest a 
prj hibi ion of printing another copy if a printed page has been successfully printed." Office 
A| tion, page 2. In making the rejection, the Office Action alleges that Kitabatake "teaches a 
pit >hibi ion of printing another copy if a first printed copy is successfully printed (reprinting is 
pij ihibi ed if the printed page has been successful printed^ col. 2> lines 8-11, col. 1 1, lines 1 8- 
4^j i Of ice Action, page 3. Applicants submit that Kitabatake should also have to teach the 
of providing an output in response to a comparison of first and second electronic 
"wherein said output signifies whether said printed version of said first electronic 
irtjfege h a successful print." It is this output that causes a prohibition of additional images 
fri m be ing produced. Without at least the teaching of this feature, the proposed combination 
faj Is to teach or suggest the claimed subject matter of claim 35 , since Moscato fails to teach 
oijpugg sst this feature either. 

With regard to Kitabatake^ it seemingly teaches "a technique of precisely determining 
wflen ajrecording medium is ejected out of a printer. * Col. 1, lines 64-67. In this way, "the 
stj tus c f the [transporting] process for each page can be precisely determined thereby making 
it lossi )le to properly restart the process for each page after recovery from [a paper] jam, thus 
piftvent uag an already-printed page from being printed on again and preventing a not-yet- 
pij nted page from being skipped.without being printed." Col. 2, lines 5-1 1. 
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; Kitabatake does not appear to teach or suggest that an output, in response to 
cd npar ng first and second electronic images, signifies whether a printed version of the first 
elj ctror ic image is a successful print and causes a prohibition of additional printed versions 
fivj m b< ing produced. Rather, Kitabatake seemingly prohibits a printed page from being 
rej rodr :ed in a recovery from a print jam if it has been surmised that the page had been 
pij nted prior to the print jam, 

■ Thus, Moscato in view of Kitabatake fails to teach or suggest "wherein said output 
si^ nifie i whether said printed version of said first electronic image is a successful print and 
cajjses i prohibition of additional printed versions from being produced." 

urther, the proposed combination fails to teach or suggest the additional feature of 
c£#siug| a prohibition of additional printed versions from being produced " from another print 
rej uest if said output is signified to be a successful print," as recited in the claim. (Emphasis 
acj led) For example, Kitabatake teaches that an already-printed page for a current print 
rej uest is not printed again, but allows for an already-printed page to be printed in another 
prj nit re juest. 

For at least these reasons, a prima facie case establishing an obviousness rejection by 
thj pro Dosed combination of Moscato in view of Kitabatake has not been made. The 
rej sctio i of claim 35 should be withdrawn for at least these reasons. 



Moscato in view oiManchala 
laims 1-5, 10-21, and 26-35 stand rejected under 35 U.S.C. §103(a) as being 
over Moscato (U.S. Patent No. 6,335,978) in view oiManchala (U.S. Patent No. 
9). Claim 6-9 and 22-25 stand rejected under 35 U.S.C. §103(a) as being unpatentable 
in view oiManchala in further view of Schwenk (U.S. Patent No. 6,590,995). It 
■( stablished at law that, for a proper rejection of a claim under 35 U.S..C. §103 as being 
based upon a combination of references, the cited combination of references must 
teach, or suggest, either implicitly or explicitly, all elements/features/steps of the claim 
See, e.g., In Re Dow Chemical, 5 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 1988), and In re 
208 U.S.P.Q.2d 871, 881 (C.C.P.A. 1981). Applicants respectfully traverse the 
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i. Claim 1 

\s provided in independent claim 1, Applicants claim: 

A system for verifying a document comprising: 
first means for providing a first electronic image of a document; 
second means for providing a second electronic image of a document* 
jaid second electronic, image being a scanned copy of a printed version of 
aid first electronic image; and 

third means for comparing said first and second electronic images and 
providing an output in response thereto, wherein said output signifies 
whether said printed version of said first electronic image is a successful 
irint and causes a prohibition of additional printed versions from being 
produced from another print request if said output is signified to be a 
successful print. 

(Ij nphi sis added). 

Applicants respectfully submit that independent claim 1 is allowable for at least the 
re} son that Moscato in view of Manchala does not disclose, teach, or suggest at least 
"\j here n said output signifies whether said printed version of said first electronic image is a 
cess ful print and causes a prohibition of additional printed versions from being produced 
m ai LOther print request if said output is signified to be a successful print," as recited and 
eifliphai ized above in claim 1 . 

The Office Action acknowledges that Moscato "fails to teach and/or suggest a 
pj )hibi ion of additional printed version from being produced if said output is signified to be 
ucccssfiil print." Office Action, page 2, The Office Action alleges that Manchala cures 
tlft dej iciencies of the Moscato reference by disclosing this feature. Applicants submit, 
h< wev<r, that Manchala should also have to teach the feature of providing an output in 
.pons e to a comparison of first and second electronic images, "wherein said output signifies 
wj Lethe: said printed version of said first electronic image is a successful print." It is this 
o^ tput iiat causes a prohibition of additional images from being produced. Without at least 
ttj \ tea thing of this feature, the proposed combination fails to teach or suggest the claimed 
sij ?ject matter of claim 1, since Moscato fails to teach or suggest this feature either. 

In making the rejection, the Office Action also alleges that Manchala "teaches a 
pi )hibi don of additional printed version from being produced if said output is signified to be 
uccc ssfiil print (reprinting is prohibited if the first printed check is successful printed, col. 
lines 30 to col. 3, lines 35 and col 5, lines 1-10)." Page 8. Applicants have reviewed the 
Aj inch xla reference and disagree with the Office Action for at least the following reasons. 
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Manchala appears to teach at most a system for ensuring that a defective check is 
d^ itroy sd before a new check is printed. See coL 1, lines 50-53. When a print operation 
nme ices for printing a new check, a "no-print flag" is enabled. See col. 5, lines 3-5. 
lile t lis flag is enabled, another copy of the check may not be printed. To disable the "no- 
at fl; g," one of the following events must occur. (1) a shredder disables the no-print flag 
inj the process of shredding the printed check, col. 3 3 lines 1-6; or (2) the "proper authorities" 
the no-print flag using a client application or the control panel of the printer. Col. 3, 
47, 

Manchala does not appear to teach or suggest that an output, in response to comparing 
fiftt an 1 second electronic images,, signifies whether a printed version of the first electronic 
iiroage i s a successful print and causes a prohibition of additional printed versions from being 
pijfcducrd. Rather, Manchala seemingly prohibits the subject of any print job from having 
acfltitio] ial prints made, regardless if the print job resulted in a print jam, a clean copy, a bad 
c<J yy re suiting from low toner, etc. Therefore, to enable further copies to be made, either the 
pi >vioi; s version has to be shredded using a shredding device or the "proper authorities" have 
tc^over ide and reset a "no-print flag." 

Thus, Moscato in view of Manchala foils to teach or suggest "wherein said output 
sil nifie 5 whether said printed version of said first electronic image is a successful print and 
cjj lses a prohibition of additional printed versions from being produced from another print 
luest if said output i$ signified to be a successful print" (Emphasis added). As a result, a 
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pi ma acie case establishing an obviousness rejection by the proposed combination of 
Muscat o in view of Manchala has not been made. 

The rejection should be withdrawn for at least this reason alone. 

it Claims 2-20 

Because independent claim 1 is allowable over the cited art of record, dependent 
cl ims i-20 (which depend from independent claim 1) are allowable as a matter oflaw for at 
lej st the reason that dependent claims 2-20 contain all the elements and features of 
inj Lepei dent claim 1 and the Schwenk reference does not cure the deficiencies of the Moscato 
aij i Mc nchala references. For at least this reason, the rejections of claims 2-20 should be 
w hdrswn. 



Additionally and notwithstanding the foregoing reasons for the allowability of claims 2- 
dependent claims recite further features/steps and/or combinations of features/steps (as 



14 



PAGE 16/21 1 RCVD AT 7/11/2006 10:52:39 AM [Eastern Daylight Time) 1 SVRiUSPTO-EFXRF-6/43 4 DfflS:2738300 1 CSID:7709510933 * DURATION (mm-ss):07-36 



07/11/2006 11:00 



7709510933 



THOMAS , KAYDEN 



PAGE 17 



Application Serial No.: 09/828,341 
Art Unit 2624 

is ; ppar< xii by examination of the claims themselves) that are patentably distinct from the cited 
art|pf rex ord. Hence, there are other reasons why these dependent claims are allowable. 

] Legarding the Schwenk reference, Applicants believe that the reference (and the other 
rej| Tenc 3s of the proposed combination) fails to teach or suggest the feature, among others, of 
pr<j vidir g a fingerprint output signal, as described in the claims 8-9. 
' lie rejections should be withdrawn for at least these reasons. 

iii. Claim 21 

i \s provided in independent claim 21, Applicants claim; 

A system for verifying a printed document comprising: 
a computer for providing a first electronic image of a document; 
a printer coupled to said computer; 

a scanner adapted to scan a document printed by said printer to provide 
l second electronic image of said document, said second electronic image 
leing a scanned copy of a printed version of said first electronic image; and 

software for comparing said first and second electronic images and 
>roviding an output in response thereto, wherein said output signifies 
1 whether said printed version of said first electronic image is a successful 
print and causes a prohibition of additional printed versions from being 
j produced from another print request if said output is signified to be a 
uccessful print. 

(Ejjipha as added). 

Applicants respectfully submit that independent claim 21 is allowable for at least the 
hat Moscato in view of Manchala does not disclose, teach, or suggest at least 
said output signifies whether said printed version of said first electronic image is a 
print and causes a prohibition of additional printed versions &om being produced 
print request if said output is signified to be a successful print," as recited and 
zed above in claim 21 . 

Hbie Office Action acknowledges that Moscato "fails to teach and/or suggest a 
of additional printed version from being produced if said output is signified to be 
isful print/ 1 Office Action, page 2. The Office Action alleges that Manchala cures 
of the Moscato reference by disclosing this feature. Applicants submit, 
, thai Manchala should also have to teach the feature of providing an output in 
to a comparison of first and second electronic images, "wherein said output signifies 
said printed version of said first electronic image is a successful print." It is this 
causes a prohibition of additional images from being produced. Without at least 
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thef teac' ling of this feature, the proposed combination fails to teach or suggest the claimed 
sull ject j latter of claim 21, since Moscato fails to teach or suggest this feature either. 

Ii making the rejection, the Office Action also alleges that Manchala ''teaches a 
pr<j libit on of additional printed version from being produced if said output is signified to be 
a sj Lcces sful print (reprinting is prohibited if the first printed check is successful printed, col. 
2, j nes 10 to col. 3, lines 35 and col. 5, lines 1-10)." Page 8, Applicants have reviewed the 
Aftj wha a reference and disagree with the Office Action for at least the following reasons. 

j 1 ianchala appears to teach at most a system for ensuring that a defective check is 
del xoyei before a new check is printed. See col. 1, lines 50-53. When a print operation 
coj raierces for printing a new check, a "no-print flag" is enabled. See col. 5, lines 3-5. 
w] ile tl is flag is enabled, another copy of the check may not be printed. To disable the "no- 
prit Lt fla >," one of the following events must occur: (1) a shredder disables the no-print flag 
in ftie pi ocess of shredding the printed check, col 3, lines 1-6; or (2) the "proper authorities" 
dibble 1 he no-print flag using a client application or the control panel of the printer. CoL 3, 
19-47. 

1 ianchala does not teach or suggest that an output, in response to comparing first and 
sedmd t lectronic images, signifies whether a printed version of the first electronic image is a 
su< :essi ul print and causes a prohibition of additional printed versions from being produced. 
Ra her, Manchala seemingly prohibits the subject of any print job from having additional 
prij Lts rx ade, regardless if the print job resulted in a print jam, a clean copy, a bad copy 
iltin^ from low toner, etc. Therefore, to enable further copies to be made, either the 
version has to be shredded using a shredding device or the "proper authorities'* have 
venjde and reset a "no-print flag." 

' Tms, Moscato in view of Manchala fails to teach or suggest "wherein said output 
whether said printed version of said first electronic image is a successful print and 
prohibition of additional printed versions from being produced from another print 
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prflriou* 
to 

sig ufies 
car ses £ 



rec lest : f said output is signified to be a successful print." (Emphasis added). As a result, a 
pn na f icie case establishing an obviousness rejection by the proposed combination of 
Mdftcatc in view of Manchala has not been made. 

r . he rejection should be withdrawn for at least this reason alone. 
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iv. Claims 22-34 

Because independent claim 21 is allowable over the cited art of record, dependent 
clajbis 2 2-34 (which depend from independent claim 21) are allowable as a matter of law for 
at east the reason that dependent claims 22-34 contain all the elements and features of 
inc ?pen< ent claim 21 and the Schwenk reference does not cure the deficiencies of the 
M<kcat<\ and Manchala references. For at least this reason, the rejections of claims 23-34 
shcfflild ble withdrawn. 

i additionally and notwithstanding the foregoing reasons for the allowability of claims 
22 $4, tl ese dependent claims recite further features/steps and/or combinations of features/steps 
(as is ap parent by examination of the claims themselves) that are patentably distinct from the 
citi i art of record. Hence, there are other reasons why these dependent claims are allowable. 

I Legarding the Schwenk reference, Applicants believe that the reference (and the other 
ref ren c ?s of the proposed combination) fails to teach or suggest the feature, among others, of 
pnjjqdir g a fingerprint output signal, as described in the claims 24-25. 
The rejections should be withdrawn for at least these reasons. 

v. Claim 35 

^s provided in independent claim 35, Applicants claim: 

A method for verifying a document including the steps of: 
providing a first electronic image of a document; 
providing a second electronic image of a document, said 
sfecond electronic image being a scanned copy of a printed version of 
spid first electronic image; and 

comparing said first and second electronic images and 
droviding an output in response thereto, wherein said output signifies 
y whether said printed version of said first electronic image is a 
successful print and causes a prohibition of additional printed 
i ersions from being produced from another print request if said 
c utput is signified to be a successful print. 

(Eijtphai is added). 

Applicants respectfully submit that independent claim 35 is allowable for at least the 
Moscato in view of Manchala does not disclose, teach, or suggest at least 
said output signifies whether said printed version of said first electronic image is a 
print and causes a prohibition of additional printed versions from being produced 
print request if said output is signified to be a successful print," as recited and 
emjhasi sed above in claim 35. 
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The Office Action acknowledges that Moscato "fails to teach and/or suggest a 
pre libit on of additional printed version from being produced if said output is signified to be 
fill print/' Office Action, page 2. The Office Action alleges that Manchala cures 
of the Moscato reference by disclosing this feature. Applicants submit, 
that Manchala should also have to teach the feature of providing an output in 
to a comparison of first and second electronic images, "wherein said output signifies 
said printed version of $aid first electronic image is a successful print." It is this 
causes a prohibition of additional images from being produced. Without at least 
teaching of this feature, the proposed combination fails to teach or suggest the claimed 
t latter of claim 35, since Moscato fails to teach or suggest this feature either- 
making the rejection, the Office Action also alleges that Manchala "teaches a 
of additional printed version from being produced if said output is signified to be 
;ful print (reprinting is prohibited if the first printed check is successful printed, col 
0 to col 3, lines 35 and col. 5, lines 1-10)." Page 8. Applicants have reviewed the 
Mdfcchaki reference and disagree with the Office Action for at least the following reasons. 

J^anchala appears to teach at most a system for ensuring that a defective check is 
before a new check is printed. See col. 1, lines 50-53. When a print operation 
cotflmen^es for printing a new check, a "no-print flag" is enabled. See col. 5, lines 3-5. 

flag is enabled, another copy of the check may not be printed. To disable the "no- 
one of the following events must occur: (1) a shredder disables the no-print flag 
of shredding the printed check, col. 3, lines 1-6; or (2) the "proper authorities" . 
no-print flag using a client application or the control panel of the printer. CoL 3, 
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A r anchala does not teach or suggest that an output, in response to comparing first and 
ectronic images, signifies whether a printed version of the first electronic image is a 
print and causes a prohibition of additional printed versions from being produced. 
1 fanchala seemingly prohibits the subject of any print job from having additional 
, regardless if the print job resulted in a print jam, a clean copy, a bad copy 
from low toner> etc. Therefore, to enable further copies to be made, either the 
version has to be shredded using a special shredding device or the "proper 
" have to ovexride and reset a "no-rprint flag." 

, Moscato in view of Manchala fails to teach or suggest "wherein said output 
vhether said printed version of said first electronic image is a successful print and 
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CONCLUSION 

Ffcr at least the reasons set forth above, Applicants respectfully submit that all 
obj(j :tion s and/or rejections have been traversed, rendered moot, and/or accommodated, and 
tbatj the pending claims are in condition for allowance. Favorable reconsideration and 
alio /anc s of the present application and all pending claims are hereby courteously requested. 
If, i the opinion of the Examiner, a telephonic conference would expedite the examination of 
this natfc r, the Examiner is invited to call the undersigned agent at (770) 933-9500- 



prohibition of additional printed versions from being produced from another print 
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said output is signified to be a successful print." (Emphasis added). As a result, a 
case establishing an obviousness rejection by the proposed combination of 
in view of Manchala has not been made. 
T le rejection should be withdrawn for at least this reason alone. 



Respectfully submitted, 
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